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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1.1. Claims 13 -15 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention, because claim 13 recites : " A method according to 
claim 1 wherein the base is added to the alcohol solution following formation of 
alcohol". 

It is not clear why and how alcohol formed when base added to alcohol solution 
and how this related to method of manufacturing of acrolein polymer claimed by 
Applicant. In addition note, that Specification or claims do not provide any teaching 
or explanation related to this language of Claim 13. Therefore, subject matter of Claim 
13 is indefinite. 

For examination on the merits language of Claim 13 will be understood as :" 
A method according to claim 1 wherein the base is added to the alcohol solution of 
acrolein polymer" based on guidance provided by paragraph [0018] of Applicant's 
Specification: 

"[0018] The process of the invention includes a step of adding base to the composition; 
the base is generally added to the alcohol solution following the heating step. The pH 
of the resulting solution of is preferably in the range of from 7 to 9.5 and more preferably 
is from 7.5 to 8.5. The preferred base for addition to the alcohol solution of polyacrolein 
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is an alkali metal carbonate particularly sodium carbonate or potassium carbonate. 
Alkaline metal hydroxide such as sodium hydroxide or potassium hydroxide may also be 
used but are less preferred. Typically the alkali is added as an aqueous solution. 
Preferably the solution is cooled to room temperature before adding the base in the 
above step". 

1 .2. Regarding claims 1 6 and 1 7 ( as dependent on 1 7) note, the phrase "such as" 
renders the claim indefinite because it is unclear whether the limitations following the 
phrase are part of the claimed invention. See MPEP § 2173.05(d). 
Also note, that Claim 16 should have comma after " alkali metal carbonate". 

1 .3 Claims 23-27 are provide for the use of Acrolein polymer, but, since the claim 
does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claims 23 - 27 are rejected under 35 U.S.C. 101 because the claimed recitation 
of a use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd. App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 102 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 
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2. Claims 1 - 13, 16 - 19 and 22 are rejected under 35 U.S.C. 102( b) as anticipated by 
Werle et al.( AU 1 1686/95 - reference cited by Applicant). 

Regarding Applicant's Claim 1 and 22 Werle discloses method of manufacturing 
acrolein polymer comprising following steps: 

a) polymerization of acrolein in a presence of base ( see page 2, lines 2-10) 

b) washing acrolein polymer with water, discharging solid acrolein particles with water 
content about 35% from centrifuge, dissolving solid acrolein particles in polyhydric alcohols 
and heating solution at 40° C to 50° C ( see page 2, lines 14 - 23). Note, that Werle silent 
regarding pH of dissolving step, but because polymer was washed with water, it is 
reasonable assume that pH should be about 7 as required by language of Claim 1 . 

d) Werle further discloses that small quantity of organic or inorganic base can be added to 
alcoholic solution ( see page 3, lines 15-18) 

Thus, all steps required by language of Claim 1 are meet by reference. 

Regarding Claims 2 and 3 Werle discloses acrolein homopolymer. Note, that 
limitation of Claim 2 as " up to 1 0% by weight" does not require presence of co- 
monomer. 

Regarding Claim 5 : process disclosed by Werle does not require step of 
oxidation of acrolen polymer in air. 

Regarding claims 4 and 7 see step b) above. 
Regarding Claim 8 see Werle page 2, lines 21 - 23. 
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Regarding Claim 9 note, that because method of Werle is same as claimed by 
Applicant in Claim 1, than acrolein polymer disclosed by Werle will inherently poses 
same properties, including solubility in alcohol. 

Regarding Claims 1 1 and 12 note, that because method of Werle is same as 
claimed by Applicant in Claim 1 , than acrolein polymer disclosed by Werle will have 
same amount of carboxyl groups. 

Regarding Claim 13 Werle discloses use of sodium hydroxide - see page 3, lines 
15-19. 

Regarding Claim 16 and 17 note, that use of base as sodium hydroxide disclosed 
by Werle ( see page 3, lines 15-19). Also note , that presence of bases as sodium 
carbonate or potassium carbonate are not required by language of Claims 16 and 17. 
Regarding Claims 18 and 19 Werle discloses that acrolein polymer may be present in 
alcohol solution in amount up to 30 wt% ( see page 2, line 24). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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3.1. Claims 14 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Werle et al.( AU 1 1686/95 - reference cited by Applicant) in view of Werle et al( AU 71 1548 
- hereafter Werle '548' , reference cited by Applicant). 

Discussion with respect to Werle above ( see paragraph 2) incorporated herein 
by reference. 

As it was discussed above, Werle discloses that small amount of base can be 
added to alcoholic solution of acrolein polymer( see page 3, lines 15-19), but silent 
regarding pH of the solution. 

However, Werle '548' teach, that if pH higher than 7 of acrolein releasing polymers 
prepared from acrolein and one or more polyhydric alcohols than they " have a prolonged 
effect on microorganisms" - see claim 1 on page 18 and Fig.1 . 

Therefore, it would be obvious to one of ordinary skill in the art to adjust pH of acrolein 
polymer solution disclosed by Werle to pH more than 7 per teaching of Werle '548' in order to 
" have a prolonged effect on microorganisms". 

3.2. Claims 20 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Werle et al.( AU 1 1686/95 - reference cited by Applicant) in view of Melrose et al.( WO 
01/60874 - reference cited by Applicant. Note that for simplification purposes US 6,803,356 
as equivalent of WO 01/60874 will be used in rejection below). 

Discussion with respect to Werle above( see paragraph 2) incorporated herein by 
reference. 
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As it explained above, Werle discloses same manufacturing process as claimed 
by Applicant, but silent regarding use of specific alcohol as polyethylene glycol as it 
claimed by claims 20 and 21 . 

However, Melrose teach that acrolein based polymer can be prepared in 
presence of PEG - polyethylene glycols ( see abstract) and specifically in presence of 
PEG 200 ( 200 indicated molecular weight of polyethylene glycol) or PEG 1000 ( see 
Examples) and pointing out that presence of PEG results in greater physical and 
chemical stabilities( see column 6, lines 64-65). 

Therefore, it would be obvious to one of ordinary skill in the art to use PEG as 
specific alcohol per teaching of Melrose in process of manufacturing of acrolein polymer 
disclosed by Werle. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GENNADIY MESH whose telephone number is 
(571 )272-2901 . The examiner can normally be reached on 1 0 a.m - 6 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571 ) 272 1119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Gennadiy Mesh 
Examiner 
Art Unit 1796 

/GIW 

A/asu Jagannathan/ 

Supervisory Patent Examiner, Art Unit 1796 



